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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
\ earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

!)□ ^Res^onsive to communication(s) filed on . 

2a)K This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 
Disposition of Claims 

4) K Claim(s) 1-16 and 18-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-16 and 18-20 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

1 0) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
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2) □ Notice of Drafts person's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) n Information Disclosure Statement{s) (PTO-1449) Paper No(s) . 6) [H Otiier: 
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DETAILED ACTION 



Claim Rejections - 35 USC§112 
1 The following is a quotation of the first paragraph of 3 5 U. S.C. 1 1 2: 

•Die specification shall contain a written description of the invention, and of the manner and process of maldng 
and using it. in such full, clear, concise, and exact terms as to enable any person skilled m the art to ^f^L 
pertains or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 1 1-16 and 19-20 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

For at least amended claim 1 1 with a new Umitation "... such that the job management 
device can determine whether or not to route an input job having a specific mode to the image 
forming ap paratus based nn whether anv o f the iohs stored in the memory has the specific mode 
ofthe input job." and " for amended claim 16 with a new Umitation " wherein when said input 
joh has a s pecific mode, said control device selects an image forming apparatus whose memory 
stores a job having the specific mode ofthe input job". These above limitations of both claims 
recite a server selects an image forming apparatus based on jobs stored in a memory ofthe image 
forming apparatus having the specific mode ofthe input job. However, lines 7-10 and 14-19 in 
page 18 in the specification, a server 6 just select a printer based on stored jobs in hard disk 206 
ofthe server, not a memory of the printer, and printer status. 

However, the Examiner cites the prior arts for rejection based on the limitations ofthe 

claims. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4, Claims 1 and 6-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Hower, Jr. et al. (US Patent No. 5,467,434) and Shibusawa et al, (US Patent No. 
6,088,120) and Maniwa et al. (US Patent No. 5,768,483). 

As to claim 1, Hower teaches that a device (25 in fig. 2) for selecting a network- 
connected image forming apparatus fi:-om a plurality of network-connected image forming 
apparatus (one of printers is selected by the server 25 in fig. 2), the device comprising: 

a controller ( a server 25 in fig. 2) for selecting one of image forming apparatuses (a 
plurality of printers fi'oml2-l to 12-N in fig. 2) connected with the network, 

wherein when an input job (i.e., job ticket 35 in fig. 2) has a specific mode (i.e., the 
properties of the printer: tray, fmishing, stock, type of page described in fig. 3 and 5; col.4, lines 
5-10) , the controller selects an image forming apparatus which has the specific mode at the time 
the selection is made (note: after the job ticket or the combination of print job selections fi-om the 
host computer is matched with printer properties provided in one of the stored printer profiles, in 
col. 4, lines 52-55, then one of the print profiles is selected , in col. 4, lines 55-61, finally one of 
printers is selected based on the selected one of printer profile, in col. 4, lines 33-37; print job is 
formed and including the property of the printer and also including the selected printer, col. 4, 
line 65 to col. 5, line 2); 
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said controller registers the input job in the selected image forming apparatus (note: a 
server transmits the job ticket to the selected printer for printing after combining job ticket and 
print data into a job file col. 4, line 65 to col. 5, line 6). 

However, Hower does not teach each of at least two of printers has a specific mode. 

Shibusawa also teaches a server for selecting one of printers (col. 1, lines 43-45) in which 
each of at least two of printers has a specific mode (see fig. 4, a printer a and b have a specific 
mode: top-tray). 

It would have been obvious to modify the printing system of Hower to have each of at 
least two of printers has a specific mode as taught by Shibusawa. The suggestion for modifying 
the system of Hower can be reasoned by one of ordinary skill in the art as set forth by Shibusawa 
because Shibusawa provides a server for selecting one of printers based on the attribute 
information fi-om a user and controlling print job to the selected printer. 

Although neither Hower nor Shibusawa teach a printer stores its own information such as 
properties, it would have been obvious in order for each of printers which has its own properties 
and which stores its own properties in the printer because the printer uses its own properties to 
perform the printing based on the commands fi-om either the computer or a server. Thus, one or 
more properties being stored in the selected printer should be matched with the properties of 
selected printer in the server, so that the selected printer uses its own properties to perform the 
printing based on the commands fi-om the server. Furthermore, Maniwa teaches an image 
forming apparatus comprising a memory for storing jobs (i.e., print profiles 1-n in fig. 8, note, in 
fig. 8; col. 21, lines 1-15, scan profile of digital copier 102 and scan profile of the server 104 are 
matched each other). 
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It would have been obvious to modify the printing system of either Hower or Shibusawa 
for having and storing one or more profiles in the output device as taught by Maniwa. The 
suggestion for modifying the system of either Hower or Shibusawa can be reasoned by one of 
ordinary skill in the art as set forth by Maniwa because Maniwa teaches the controller of the 
server easily controls the system when the profile of server and the output devices are exchanged 
each other. 

As to claim 6, Maniwa teaches controller selects an image forming apparatus not storing 
a specific mode job when the job is not a specific mode (col. 18, lines 60-65). 

As to claim 7, Maniwa teaches the controller selects an image forming apparatus not 
storing a job when an image forming apparatus storing a specific mode job cannot be referenced 
(col. 18, lines 60-65). 

As to claim 8, Maniwa teaches controller selects an image forming apparatus having the 
greatest remaining memory when an image forming apparatus storing no job cannot be 
referenced (col. 18, lines 60-65). 

As to claim 9, Maniwa teaches the controller receives information fi-om an image forming 
apparatus regarding the size of paper attached to the image forming apparatus (in fig. 8, profiles 
from a server and a copier are the same) and selects an image forming apparatus storing a 
specific mode job and registers a job in the selected image forming apparatus (col. 17, lines 60- 
65) when no image forming apparatus has a paper suitable for the job (col. 18, lines 60-65). 

As to claim 10, Maniwa teaches notice means (NIC 106 and Message to WS 103 in fig. 
5) for notifying to set a paper (col. 25, line 5) using the job to the selected image forming 
apparatus. 
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5. Claims 2-5 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Hower, Jr. , Shibusawa and Applicant's admitted prior art. 

As to claims 2-5 and 18, the combination of Hower and Shibusawa teaches the main 
feature in claim 1 as indicated above except a mode for temporarily stopping the image forming 
apparatus in order to exchange sheets or change paper in a manual paper feeding, or notify a user 
to place an indicated type of paper. 

Applicant's admitted prior art teaches features which are well known such as a mode for 
temporarily stopping the image forming apparatus in order to exchange sheets or change paper in 
a manual paper feeding, or notify a user to place an indicated type of paper (page 2 line 18 to 
page 3, hne 4). 

It would have been obvious to modify the printing system of Hower and Shibusawa to 
have a mode for temporarily stopping the image forming apparatus in order to exchange sheets 
or change paper in a manual paper feeding, or notify a user to place an indicated type of paper as 
taught by Applicant's admitted prior art. The suggestion for modifying the system of Hower and 
Shibusawa can be reasoned by one of ordinary skill in the art as set forth by Applicant's admitted 
prior art because Apphcant's admitted prior art provides the well known features including the 
optional modes such as temporarily stopping the image forming apparatus in order to exchange 
sheets or change paper in a manual paper feeding to the properties of Hower and Shibusawa. 
Therefore, the more properties to the printing system the more flexible to allow the server can 
select one of printers. 
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6. Claims 1 1, 15-16 and 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combination of Hower and Maniwa (US Patent No. 5,768,483). 
As to claim 1 1, Hower teaches: 

the server for determining to route a input job (print job) having a specific mode (printer 
property) to the image forming apparatus based on any of the jobs stored in the memory has the 
specific mode of the input job (note: after the job ticket or the combination of print job selections 
from the host computer is matched with printer properties provided in one of the stored printer 
profiles, in col. 4, lines 52-55, then one of the print profiles is selected , in col. 4, lines 55-61, 
finally one of printers is selected based on the selected one of printer profile, in col. 4, lines 33- 
37). 

Although Hower does not teaches the printer having reporting means for reporting the 
status of memory which indicates a specific mode in the stored job to the server, Hower teaches 
the server already stores a plurality of modes of each of printers in the profile. Therefore, the 
printers provide the specific mode to a server, which is well known in the prior art. Furthermore, 
Maniwa also teaches an image forming apparatus comprising a memory for storing jobs (i.e., 
print profiles 1-n in fig. 8); and reporting means for reporting the status of memory of the output 
device to a server ( in fig. 8; col. 21, lines 1-15; note: scan profile of digital copier 102 and scan 
profile of the server 104 are copied each other. Therefore, the output device has means for 
reporting the status of print profile in the memory to the MFS.NLM of the server). 

It would have been obvious to modify the system of Hower for reporting the profile in a 
memory of the output device to a server as taught by Maniwa. The suggestion for modifying the 
system of Hower can be reasoned by one of ordinary skill in the art as set forth by Maniwa 
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because Maniwa teaches the controller of the server easily controls the system when the profile 
of server and the output devices are exchanged each other. 

As to claim 15, Maniwa teaches image forming means for forming images on recording 
medium in order of the sequence of jobs stored in the memory (fig. 5), 

As to claim 16, Hower teaches: 

A network for transmitting data (see fig. 1); 

A control device (25 in fig. 2)for selecting one of the pluraUty of image forming 
apparatus connected (a plurality of printers froml2-l to 12-N in fig. 2) with the network and for 
registering an input job in the selected image forming apparatus (note: a server transmits the job 
ticket to the selected printer for printing afl:er combining job ticket and print data into a job file 
col 4, Une 65 to col. 5, line 6), 

wherein when the input job (i.e., job ticket 35 in fig. 2) has a specific mod (i.e., the 
properties of the printer: tray, finishing, stock, type of page described in fig, 3 and 5; col, 4, lines 
5-10)e, the control device selects an image forming apparatus whose memory stores a job having 
the specific mode of the input job (note: after the job ticket or the combination of print job 
selections fi*om the host computer is matched with printer properties provided in one of the 
stored printer profiles, in col. 4, lines 52-55, then one of the print profiles is selected , in col. 4, 
lines 55-61, finally one of printers is selected based on the selected one of printer profile, in col. 
4, lines 33-37). 

the motivation of this claim is applied as in the motivation of claim 1 1 . 
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As to claims 19-20, Hower teaches the specific mode of the prior job stored in the image 
forming apparatus can be a manual paper-feeding mode (because properties of the printers can 
include a manual paper feeding mode). 

7. Claims 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Hower, Jr. , Maniwa and Applicant's admitted prior art. 

As to claims 12-14, the combination of Hower and Maniwa teaches the main feature in 
claim 1 as indicated above except a mode for temporarily stopping the image forming apparatus 
in order to exchange sheets or change paper in a manual paper feeding, or notify a user to place 
an indicated type of paper. 

Applicant's admitted prior art teaches features which are well known such as a mode for 
temporarily stopping the image forming apparatus in order to exchange sheets or change paper in 
a manual paper feeding, or notify a user to place an indicated type of paper (page 2 line 18 to 
page 3, line 4). 

It would have been obvious to modify the printing system of Hower and Maniwa to have 
a mode for temporarily stopping the image forming apparatus in order to exchange sheets or 
change paper in a manual paper feeding, or notify a user to place an indicated type of paper as 
taught by Applicant's admitted prior art. The suggestion for modifying the system of Hower and 
Maniwa can be reasoned by one of ordinary skill in the art as set forth by Applicant's admitted 
prior art because Applicant's admitted prior art provides the well known features including the 
optional modes such as temporarily stopping the image forming apparatus in order to exchange 
sheets or change paper in a manual paper feeding to the properties of Hower and Maniwa.. 
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Therefore, the more properties to the printing system the more flexible to allow the server can 
select one of printers. 



Response to Arguments and Amendment 
Applicant's arguments filed 2/20/02 have been folly considered but they are not 
persuasive. 

Applicant asserted in page 8 that: 

(1) " Hower does not teach or suggest a controller for selecting one of the plurality of 
image forming apparatuses connected with the network, wherein when an input job has a specific 
mode, the controller selects an image forming apparatus which has a specific mode and which 
stores job having the specific mode of the input job at the time the selection is made.". In reply, 
Hower clearly teaches that a controller ( a server 25 in fig, 2) for selecting one of the plurality of 
image forming apparatuses (a plurality of printers froml2-l to 12-N in fig. 2) connected with the 
network, wherein when an input job (i.e., job ticket 35 in fig. 2) has a specific mode (i.e., the 
properties of the printer: tray, finishing, stock, type of page described in fig. 3 and 5; col.4, Unes 
5-10) , the controller selects an image forming apparatus which has the specific mode at the time 
the selection is made (note: after the job ticket or the combination of print job selections from the 
host computer is matched with printer properties provided in one of the stored printer profiles, in 
col. 4, lines 52-55, then one of the print profiles is selected , in col. 4, lines 55-61, finally one of 
printers is selected based on the selected one of printer profile, in col. 4, lines 33-37; print job is 
formed and including the property of the printer and also including the selected printer, col. 4, 
line 65 to col, 5, line 2). 
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Although neither Hower nor Shibusawa teach a printer stores its own information such as 
properties, it would have been obvious in order for each of printers which has its own properties 
and which stores its own properties in the printer because the printer uses its own properties to 
perform the printing based on the commands from either the computer or a server. Thus, one or 
more properties being stored in the selected printer should be matched with the properties of 
selected printer in the server, so that the selected printer uses its own properties to perform the 
printing based on the commands from the server. Furthermore, Maniwa teaches an image 
forming apparatus comprising a memory for storing jobs (i.e., print profiles 1-n in fig. 8, note, in 
fig. 8; col. 21, Unes 1-15, scan profile of digital copier 102 and scan profile of the server 104 are 
matched each other). 

Applicant asserted in page 9 that: 

(2) " That is to say. Hower does not teach or suggest selecting a printer based on 
whether a particular type of print job is stored in the memory of the printer. " . In reply, the 
limitation of "the memory of the printer" is to be not read into claim 1 . See In re Van Geuns, 
988 F.2d 1181, 26USPQ2d 1057 (Fed. Cir. 1993).. See In re Van Geuns, 988 F.2d 1181, 26 
USPQ2d 1057 (Fed. Cir. 1993). Furthermore, if the appUcant compares between the limitation of 
(1) above and (2), the appUcant will be find the limitations (1) is quite different (2). Because, in 
the limitation of (2) requires: first, a particular type of print job (note: the print job which should 
include print data and command data and which should be created from the user appUcation or a 
server) is stored in the memory of the printer, and then a printer is selected based on that 
information. 
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Applicant asserted in page 1 1 that: " Neither Maniwa nor Hower teaches or discloses a network 
system which requires a plurality of image forming apparatus each having a discriminating 
means for discriminating a status of the memory based on whether the memory stores a job 
having a specific mode; and a reporting means for reporting to the network the status of the 
memory of any of the plurality of image forming apparatus whose memory stores a job having a 
specific mode." In reply, the limitation of "discriminating means for discriminating a status of 
the memory based on whether the memory stores a job having a specific mode" is not to be 
supported by anywhere in the specification of the application. Although Hower does not teaches 
the printer having reporting means for reporting the status of memory which indicates a specific 
mode in the stored job to the server, Hower teaches the server already stores a plurality of modes 
of each of printers in the profile. Therefore, the printers provide the specific mode to a server, 
which is well known in the prior art. Furthermore, Maniwa also teaches an image forming 
apparatus comprising a memory for storing jobs (i.e., print profiles 1-n m fig. 8); and reporting 
means for reporting the status of memory of the output device to a server ( in fig. 8; col. 21, lines 
1-15; note: scan profile of digital copier 102 and scan profile of the server 104 are copied each 
other. Therefore, the output device has means for reporting the status of print profile in the 
memory to the MFS .NLM of the server). 



For the above reasons, it is believed that the cited prior art fully discloses the claimed 
invention and the rejection stand. 



Application/Control Number: 09/15 1,321 Page 13 

Art Unit: 2624 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a), 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a), 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated fi-om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to Douglas Q. Tran whose telephone number is (703) 305-4857 or 
E-mail address is Douglas.tran@uspto.gov. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 305-4700. 



Douglas Q. Tran 
May. 04, 2002 



